IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Gentz et al. 



Docket No.: PF454P2 



Application No.: 09/935,727 



Confirmation No.: 3532 



Filed: August 24, 2001 



Art Unit: 1646 



For: Tumor Necrosis Factors 6a & 6(3 



Examiner: E.B. O'Hara 



APPLICATION FOR PATENT TERM ADJUSTMENT 
UNDER 37 C .F-R. § 1.705(b) 



MS Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Applicants hereby request reconsideration of the patent term adjustment (PTA) 
indicated on Form PTOL-85 with the Notice of Allowance mailed on September 15, 2006. 
In particular, Applicants believe that the PTA calculation of 176 days is incorrect, and that 
the proper PTA calculation would show that this application is entitled to at least 327 days 
of PTA due to Office delays minus the applicable Applicant delays, as described more 
fully below. 

This application is being timely made, as it is being submitted concurrent with the 
issue fee payment. The requirements of 37 C.F.R. § 1.705(b)(1) are satisfied by the Fee 
Transmittal Sheet enclosed herewith, authorizing payment of the fee set forth in 37 C.F.R. 
1.18(e). The requirements of 37 C.F.R. § 1.705(b)(2) are satisfied by the following 
statements, as supplemented by the attached Exhibits. 

Eligibility for PTA 

1. The instant application was originally filed on August 24, 2001. After 
extensive prosecution, a notice of allowance was mailed on September 15, 2006. 

2. On December 16, 2002, an Information Disclosure Statement (IDS), Form 
PTO/SB/08, and copies of references CF-DN were filed under 37 C.F.R.§ 1.56 before the 



mailing date of a first office action on the merits. Copies of the IDS, Form PTO/SB/08A, 
and the date-stamped return receipt postcard evidencing receipt by the Office on December 
16, 2002 are attached in Exhibit A. Also included in Exhibit A is a date-stamped copy of 
Form PTO/SB/08A submitted on December 16, 2006, as recorded in PAIR. The original 
references have not been included in Exhibit A because Applicants believe that the current 
showing is sufficient. However, should the Office require the original submitted 
references, Applicants would be pleased to provide these documents. 

3. On May 13, 2003, pursuant to a telephone conversation with Examiner E. 
O'Hara regarding this application, a letter was sent by facsimile to Examiner O'Hara 
indicating that copies of the IDS submission and accompanying documents would be 
resent to the USPTO. A copy of the December 16, 2002 submission, without the 
accompanying references was submitted on May 13, 2003, by facsimile. The facsimile 
further indicated that copies of these references would be delivered to the USPTO within 
one week of May 13, 2003. The references were delivered on May 16, 2003. Date- 
stamped copies of the papers submitted by facsimile on May 13, 2003, as recorded in 
PAIR, are attached in Exhibit B. Copies of the papers (excluding the references) hand- 
delivered to the USPTO and the date-stamped return receipt postcard evidencing receipt by 
the Office on May 16, 2003, are attached in Exhibit C. Also included in Exhibit C are 
date-stamped copies of the cover letter and Form PTO/SB/08A submitted to the USPTO 
on May 16, 2003, as recorded in PAIR. 

4. As this application was filed and entered by the Office on August 24, 2001, 
this application is eligible for patent term adjustment under 35 U.S.C. § 154. 

Correct PTA, Bases Therefor, and Relevant Dates 

5. The correct PTA due under 35 U.S.C. § 154(b)(1)(A) is at least 327 days. 
This PTA calculation does not include any PTA that may be due under 35 U.S.C. 

§ 154(b)(1)(B); this application has been pending for more than three years since the filing 
of the application discussed above. 
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Patent Office Delay 



6. The period between the day after the date fourteen months after Applicants' 
application was filed and entered (August 24, 2001) and the date of mailing of the first 
notification under 35 U.S.C. 132 (the Office Action mailed November 5, 2002) is 12 days. 

7. The period between the day after the date four months after Applicants' 
response to the first Office Action under 35 U.S.C. 132 was filed and entered (December 
16, 2002) and the date of mailing of the Office's response to the Applicants' submission 
(the Office Action mailed July 29, 2003) is 104 days. 

8. The period between the day after the date four months after Applicants' 
response to the final Office Action was filed and entered (March 26, 2004) and the date of 
mailing of the Office's response to the Applicants' submission (the Office Action mailed 
May 9, 2005) is 287 days. 

9. The period between the day after the date four months after Applicants' 
response to the non-final Office Action was filed and entered (May 3, 2006) and the date 
of mailing of the Office's response to the Applicants' submission (the Notice of 
Allowance mailed September 15, 2006) is 12 days. 

Applicants Delay 

10. The period between the day after the date three months after the mailing of 
the non-final Office Action ((the Office Action mailed November 4, 2005) and the date the 
Applicants' response to the non-final Office Action was filed and entered (May 3, 2006) 
was 88 days. 

Total PTA 

11. Thus, the instant application is entitled to 327 days of patent term 
adjustment pursuant to 35 U.S.C. § 154(b)(l)(A)(i) and 37 C.F.R. §§ 1.702(a)(1) & 
1.703(a)(1). 
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12. Applicants note that the although the dates shown in File History screen of 
the PAIR system (attached as Exhibit D) for the filing of the IDS and references on May 
16, 2003 are correct, the PTA did not reflect that these submissions were duplicative of the 
December 16, 2002, submission and were submitted at the Examiner's request, following a 
telephone conference with the Examiner (as evidenced by the letter sent by facsimile on 
May 13, 2006 (see Exhibit B)). The calculations of PTA shown herein do not include the 
time period between the earlier submission of the IDS and references on December 16, 
2002, and the duplicate IDS and references submitted on May 16, 2003; the Office appears 
to have determined that the duplicate submission of the IDS and references should be 
treated as a supplemental paper under 37 C.F.R. § 1.704(c)(8) filed on May 16, 2003, and 
consequently, has deducted 151 days of PTA. As discussed above in paragraphs 2-3 and 
below in paragraph 15, this is incorrect. 

Terminal Disclaimer 

13. The instant application is not subject to a terminal disclaimer. 
Efforts to Conclude Processing or Examination 

14. After the filing of the IDS discussed above on December 16, 2002, no 
action was taken by the Office until May 13, 2003, when the Examiner participated in a 
teleconference with Applicants and requested copies of the papers filed on December 16, 
2002. Copies of the IDS without the references were provided by facsimile to the 
Examiner on May 13, 2002, and the references were hand-delivered to the Patent Office on 
May 16, 2002. The date-stamped Fax Cover Sheet is included in Exhibit B and the date- 
stamped postcard evidencing submission of the references on May 16, 2003, is included in 
Exhibit C. 

15. To the extent that the papers provided by facsimile to the Examiner on May 
13, 2003 and hand-delivered on May 16, 2003, could be considered a supplemental reply 
or other paper under 37 C.F.R. § 1.704(c)(8), Applicants point out that these papers were 
expressly requested by the Examiner via telephone. Thus, no reduction of PTA should be 
made based on this filing pursuant to 37 C.F.R. § 1.704(c)(8). 
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16. Other than the circumstances described above, there have been no 
circumstances that could reasonably be construed as a failure to engage in reasonable 
efforts to conclude processing or examination of this application. 

CONCLUSION 

Applicants respectfully request that the PTA for the instant application be 
reconsidered in light of the facts and circumstances described above. In particular, 
Applicants maintain that the instant application is entitled to at least 327 days of PTA. 

If any further information is required, please contact the undersigned at the number 
listed below. Please charge any additional fees due in connection with the filing of this 
paper, or credit any overpayment, to Deposit Account No. 08-3425. 

Dated: IV^L . IV AOOU Respectfully submitted, 




Registration No.: 41,512 



HUMAN GENOME SCIENCES, INC. 
Intellectual Property Dept. 
14200 Shady Grove Road 
Rockville, Maryland 20850 
(301) 610-5764 
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Exhibit A 



Return Receipt Card 

(MPEP § 503) 



OIPE: 



Please Date Stamp In 
The Box Below And 
Return To Addressee 




Application of: Docket No. : PF454P2 
Gentz et al. 

Application Serial No.: 09/935,727-Conf. #3532 Art Unit: 1646 

Filed: August 24, 2001 Examiner: E. O'hara 

Title: Tumor Necrosis Factor Receptors 6 Alpha & 6 
Beta 

The following documents were filed by Human Genome Sciences, Inc. 
via hand delivery on December 16, 2002: 

1 . Return Receipt Postcard; 

2. Fee Transmittal charging $1 146 to deposit account (in duplicate); 

3. One Month Petition for Extension of Time Under 37 CFR 1.136(a) (1 page); 

4. Provisional Election Under 37 C.F.R. § 1.43 With Traverse and Second Preliminary 
Amendment; 

5. Version With Markings To Show Changes Made; 

6. Request for Correction of Filing Receipt; 

7. Copy of Official Filing Receipt with changes marked in red; 

8. Copy of the Official Filing Receipt of Application Serial No. 09/518,931; 

9. Supplemental Application Data Sheet (5 pages); 

10. Request for Correction of Error in Recorded Cover Sheet Under 37 C.F.R. § 3.34; 

(a) , a copy of the Recordation of Assignment Document recorded December 21, 2001 

and mailed on February 14, 2002 (error marked in red), 

(b) . a copy of the Recordation Form Cover Sheet (error marked in red) filed 

December 21, 2001, 

(c) . a copy of the original assignment document (in three counterparts) filed 

on December 21, 2001, and 

(d) . a new Corrected Recordation Form Cover Sheet and 

1 1 . Information Disclosure Statement with Form PTO/SB/08 and copies of references CF-DN. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Gentz et al. 

Application No.: 09/935,727 
Filed: August 24, 2001 

For: Tumor Necrosis Factor Receptors 6 Alpha & 6 
Beta 

INFORMATION DISCLOSURE STATEMENT (IDS) 

Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

In accordance with the duty of disclosure imposed by 37 C.F.R. § L56 to inform 
the Patent and Trademark Office of all references coming to the attention of each individual 
associated with the filing or prosecution of the subject application, which are or may be material 
to the patentability of a claim of the subject application, Attorneys for Applicants hereby direct 
the Examiner's attention to references AA-DN listed on the attached Form PTO/SB/08 A. A 
copy of each of references CF-DN is enclosed. 

Copies of references AA-CE were submitted by Applicants or cited by the 
Examiner in connection with U. S. Patent Application Serial No. 09/518,931, filed March 3, 
2000, to which the instant application claims priority under 35 U.S.C. § 120. Pursuant to 37 
C.F.R. § 1.98(d), the Examiner is directed to the above-listed file for copies of references AA- 
CE. 

The above information is presented so that the Patent and Trademark Office can 
determine any materiality thereof to the claimed invention. See 37 CFR §§ 1.104(a) concerning 
the PTO duty to consider and use any such information. It is respectfully requested that the 
information be considered during the prosecution of this application. 



Group Art Unit: 1646 
Examiner: E. O'Hara 
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Identification of the listed references is not to be construed as an admission of 
any individual associated with the filing or prosecution of the subject application that such 
references are available as "prior art" against the subject application. Furthermore, Applicants 
do not waive any rights to appropriate action to establish patentability over any of the listed 
documents should they be applied as references against the claims of the subject application. 

Applicants respectfully request that the Examiner review the listed references and 
that the references be made of record in the file history of the application. 

Pursuant to 37 C.F.R. § 1.97(b), since this Information Disclosure Statement is 
being filed before the mailing date of a first Office Action on the merits, no fee is due in 
connection herewith. However, should the Patent Office determine otherwise, please charge the 
required fee to Human Genome Sciences, Inc., deposit account no. 08-3425. 

Dated: ^X^c^^^ \£> •ZA&T*^ 0 *' Respectfully submitted, 

Kenley KLHoover 

Registration No.: 40,302 
HUMAN GENOME SCIENCES, INC. 
94 1 0 Key "West Avenue 
Rockville, Maryland 20850 
(301)610-5771 
Attorney for Applicant 
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